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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 

 
 
In re Registration No. 3,904,929 
 
SHELTERED WINGS, INC. 
 

Petitioner, 
 
            v. 
 
WOHALI OUTDOORS, LLC, 
 

Respondent. 
 

) 
) 
) 
) 
) 
) 
) 
) 
) 
) 
) 
) 
) 

 
 
 
Cancellation No. 92054629 
 
 

 
RESPONDENT WOHALI OUTDOORS, LLC’S COMBINED  

RESPONSE TO NOTICE OF DEFAULT AND RESPONDENT’S  
MOTION FOR LEAVE TO FILE ANSWER AND BRIEF IN SUPPORT1 

 
 COMES NOW the Respondent, Wohali Outdoors, LLC (“Respondent” or “Wohali”), and 

moves the Court to refrain from entering default judgment against Wohali, and instead permit 

Wohali to file its Answer and Affirmative Defenses submitted herewith. 

 Wohali did not receive the mailed  “Notice”2 setting Wohali’s answer deadline (Notice 

attached as Ex. C), and had no knowledge of same until Wohali’s counsel received a Notice of 

Default on December 8th (Notice of Default attached as Ex. D).  (See Declarations of JT Griffin, 

                                                 
1 Respondent has contacted Petitioner’s counsel prior to filing this response and motion.  
Petitioner’s counsel advises that Petitioner opposes this response and motion. 
 
2 “As provided by 37 CFR §2.105(a) and 37 CFR §2.113(a), in part, the Board’s notification of 
the filing of an opposition or petition to cancel “shall designate a time, not less than thirty days 
from the mailing date of the notification, within which an answer must be filed.”  A defendant is 
under no obligation to file an answer to the complaint in an opposition or cancellation 
proceeding until it receives the Board’s notification setting the time for filing an answer.” 
 
Trademark Trial and Appeal Board Manual of Procedure (“TBMP”) Rule 301.03(a) (emphasis 
added). 
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Max Harris and Lesley James, attached as Ex. E, F and G showing Wohali did not receive notice 

to file its answer/response as provided for in 37 CFR §2.113(a) and TBMP Rule 301.03(a)). 

I. PROCEDURAL HISTORY OF PARTIES PRIOR TO PETITIONER FILING 
 ITS PETITION FOR CANCELLATION____________________________________ 
 
 1. On April 25, 2011, Petitioner, Sheltered Wings, Inc., filed suit in Federal Court3 

seeking damages and injunctive relief premised on Wohali’s use of the “STEEL EAGLE” mark 

(U.S. Registration No. 3904929 - the same mark Petitioner seeks to cancel here). 

 2. After receiving Wohali’s Answer and Affirmative Defenses (filed 05/23/2011), 

Petitioner moved for a voluntary dismissal (filed 06/06/2011) and later informed the Court it 

intended to file this cancellation proceeding rather than pursue the Federal lawsuit. 

 3. On July 25, 2011, the Court dismissed Petitioner’s suit without prejudice.  (Order 

attached as Ex. H.) 

II. DEFAULT JUDGMENT IS INAPPROPRIATE BECAUSE (1) WOHALI HAD 
 NO OBLIGATION TO ANSWER (ITS FAILURE TO ANSWER WAS NOT 
 FROM WILLFUL CONDUCT OR NEGLECT); (2) PETITIONER WILL NOT BE 
 SUBSTANTIALLY  PREJUDICED; AND (3) WOHALI HAS MERITORIOUS 
 DEFENSES_____________________________________________________________ 
 
 4. On October 10, 2011, Petitioner filed its Petition for Cancellation.  

 5. On October 12, 2011, the USPTO Trademark Trial and Appeal Board issued a 

Notice setting Wohali’s answer deadline as November 21, 2011, and mailed same to Wohali. 

(This Notice will be referred to herein as the “October 12th Notice”.)  Wohali nor its legal 

counsel received the October 12th Notice.  (See Declarations of JT Griffin, Max Harris and 

Lesley James, attached as Ex. E, F and G.) 

                                                 
3 Sheltered Wings, Inc. v. Wohali Outdoors, LLC, Case No. 11-CV-300, U.S. District Court for 
the Western District of Wisconsin. 
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 6. On October 31st (at the request of Max Harris), Ms. James contacted the USPTO 

Trademark Trial and Appeal Board to determine when Wohali’s answer was due and what (if 

anything) counsel could do to ensure they received notice of the answer deadline.  Ms. James 

was informed that before a responsive pleading could be filed, a Cancellation No. must issue and 

that due to a back log of cases, that may not occur for six months to a year.  (The information 

provided to Ms. James is supported by TBMP Rule 301.03(a) and 37 CFR §2.113(a)).  Ms. 

James was not advised a Cancellation No. had already issued and an answer deadline was set.  

(Ex. G at para. 3-7.)  

 7. On December 8, 2011, Max Harris received a copy of the notice of default.4 

Because the notice of default contained the Cancellation No., counsel was able to review the 

cancellation proceeding online for the first time and became aware of the October 12th Notice. 

(Ex. F at para. 4-6.)  Mr. Griffin (a Wohali representative) was immediately contacted.  Mr. 

Griffin confirmed Wohali was unaware of and had not received the October 12th Notice.  (Ex. E.) 

 8. On December 8th, Max Harris spoke with Iris Snowden with the USPTO 

Trademark Trial and Appeal Board.  Ms. Snowden stated it appeared the October 12th Notice 

was only mailed to Wohali’s address.  It was not sent to Wohali by any other means, nor was it 

sent to Wohali’s legal counsel.  (Ex. F at para. 7.) 

 9. TBMP Rule 301.03(a) states Wohali had no obligation to respond to the 

cancellation proceeding until it received a notice setting the deadline to answer. 

“As provided by 37 CFR §2.105(a) and 37 CFR §2.113(a), in part, 
the Board’s notification of the filing of an opposition or petition to 
cancel “shall designate a time, not less than thirty days from the 
mailing date of the notification, within which an answer must be 

                                                 
4 The notice of default (and envelope it was mailed in) reflect it was mailed on 12/5/2011 and 
addressed to S. Max Harris at the correct address. 
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filed.”  A defendant is under no obligation to file an answer to the 
complaint in an opposition or cancellation proceeding until it 
receives the Board’s notification setting the time for filing an 
answer.” 
 

TBMP Rule 301.03(a) (emphasis added).  See also 37 CFR §2.113(a).5 
 
 10. A default judgment is inappropriate because: (1) Wohali’s failure to timely file its 

answer was not the result of willful conduct or gross neglect on the part of Wohali.  Wohali 

never received the October 12th Notice mailed by the USPTO Trademark Trial and Appeal 

Board, and had no obligation to file an answer until actual receipt of the notice.  See TBMP Rule 

301.03(a).  Wohali became aware of the October 12th Notice on December 8th (via its counsel) 

and immediately reacted.  (2) Petitioner will not be substantially prejudiced by allowing Wohali 

to answer.  Wohali’s answer was due less than thirty days prior to the filing of this pleading.  If 

Petitioner was concerned about a delay, Petitioner would not have dismissed the previous 

Federal lawsuit.  Default judgment is an unusual remedy that is harsh and inappropriate here.  (3) 

Wohali has meritorious defenses, and is likely to succeed on the merits.6   

                                                 
5 “(a) When a petition for cancellation in proper form (see §§ 2.111 and 2.112), with proof of 
service in accordance with § 2.111(b), has been filed and the correct fee has been submitted, the 
Trademark Trial and Appeal Board shall prepare a notification which shall identify the title and 
number of the proceeding and the registration(s) involved and shall designate a time, not less 
than thirty days from the mailing date of the notification, within which an answer must be filed. 
If a party has provided the Office with an e-mail address, the notification may be transmitted via 
e-mail.” 
 
37 CFR §2.113(a). 
 
6 “Good cause why default judgment should not be entered against a defendant, for failure to file 
a timely answer to the complaint, is usually found when the defendant shows that (1) the delay in 
filing an answer was not the result of willful conduct or gross neglect on the part of the 
defendant, (2) the plaintiff will not be substantially prejudiced by the delay, and (3) the 
defendant has a meritorious defense to the action. . .  
 
[T]he Board is very reluctant to enter a default judgment for failure to file a timely answer, and 
tends to resolve any doubt on the matter in favor of the defendant.” 
TBMP Rule 312.02 (emphasis added). 
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“Because a default judgment is a harsh sanction, it should be 
employed only in extreme situations when other less drastic 
sanctions have proven unavailing. C.K.S. Engineers, Inc. v. White 
Mountain Gypsum Co., 726 F.2d 1202, 1205 (7th Cir.1984). Here, 
the City had a legitimate basis for not filing a responsive pleading: 
it had not been served. The only case to decide whether Rule 
81(c)'s pleading requirement applies in the absence of service, 
Apache, 145 F.R.D. 674, concluded that it did not. Moreover, 
under the plain language of Rule 81(c), the City was not required 
to file a responsive pleading because it had not been served with a 
summons.  In addition the City’s failure to file a responsive 
pleading caused a minimal delay. . .” 

 
Silva v. City of Madison, 69 F.3d 1368, 1377 (7th Cir. 1995) (emphasis added).  

“The entry of judgment by default is a drastic remedy and should 
be resorted to only in extreme situations. Pond v. Braniff Airways, 
Inc., 453 F.2d 347 (5th Cir. 1972); Flaksa v. Little River Marine 
Construction Co., 389 F.2d 885, 887 (5th Cir. 1968). It is only 
appropriate where there has been a clear record of delay or 
contumacious conduct. Id. at 888.” 

 
E.F. Hutton & Co., Inc. v. Moffatt, 460 F.2d 284, 285 (5th Cir. 1972) (emphasis added). 

 
“The plaintiffs have not shown, nor do they even allege, any 
prejudice as a result of the defendants allegedly improper failure to 
respond to their ‘Amended Complaint.’  Consequently, the motion 
for entry of default judgment is denied.”  
 

Georgia Power Project v. Georgia Power Co., 409 F.Supp. 332, 337 (N.D. Georgia 1975). 
 

“b) Certificate as prima facie evidence 
 
A certificate of registration of a mark upon the principal register 
provided by this chapter shall be prima facie evidence of the 
validity of the registered mark and of the registration of the mark, 
of the owner's ownership of the mark, and of the owner's exclusive 
right to use the registered mark in commerce on or in connection 
with the goods or services specified in the certificate, subject to 
any conditions or limitations stated in the certificate.” 
 

15 U.S.C. §1057(b) (emphasis added).  See also Nasalok Coating Corp. v. Nylok Corp., 522 F.3d 

1320, 1326 (Fed. Cir. 2008) (“[R]egistration of mark that has not yet become incontestable is 

prima facie evidence of validity.”)   
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 The USPTO previously rejected Petitioner’s claim when it denied Petitioner’s 

Application Serial No. 85095903 based on Wohali’s STEEL EAGLE mark (U.S. Registration 

No. 3904929).7  (Ex. B at p. 3-4 and 6-7.) 

 11. Wohali contested Petitioner’s previous lawsuit (resulting in Petitioner moving the 

Court for a voluntary dismissal), and is contesting Petitioner’s action filed here.  Petitioner knew 

Wohali was represented by counsel and that this proceeding would likely be contested.  On 

October 10th, Petitioner’s counsel emailed Wohali’s counsel a copy of the Petition for 

Cancellation.  It would be fundamentally unfair to enter default judgment against Wohali for the 

reasons stated herein. 

III. PRAYER_______________________________________________________________ 

 WHEREFORE, Wohali prays the Court refrain from entering default judgment against 

Wohali and instead permit Wohali to file its Answer and Affirmative Defenses (submitted 

herewith). 

Respectfully Submitted, 
                                      
 
/S. Max Harris/     
Steven M. Harris, OBA #3913 
S. Max Harris, OBA #22166 
DOYLE HARRIS DAVIS & HAUGHEY 
1350 South Boulder, Suite 700 
Tulsa, OK 74119 
(918) 592-1276 
(918) 592-4389 (fax) 
Attorneys for Respondent, Wohali Outdoors, LLC 

                                                 
7 Wohali’s U.S. Registration No. 3904929 is attached as Ex. A. 
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CERTIFICATE OF SERVICE 

 I hereby certify that a true and complete copy of Respondent Wohali Outdoors, LLC’s 

Combined Response to Notice of Default and Respondent’s Motion For Leave To File Answer 

and Brief In Support was served by First Class Mail, postage prepaid, this 13th day of December, 

2011, upon the following: 

James D. Peterson 
Jennifer L. Gregor 
GODFREY & KAHN, S.C. 
One East Main Street, Suite 500 
Madison, Wisconsin 53701-2719 

 
 A copy of same was also sent via electronic mail, this 13th day of December, 2011, to the 

following: 

James D. Peterson jpeterson@gklaw.com 
Jennifer L. Gregor jgregor@gklaw.com 

           
 
 
         /s/ S. Max Harris/                            
       S. Max Harris 
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 

 
 
In re Registration No. 3,904,929 
 
SHELTERED WINGS, INC. 
 

Petitioner, 
 
            v. 
 
WOHALI OUTDOORS, LLC, 
 

Respondent. 
 

) 
) 
) 
) 
) 
) 
) 
) 
) 
) 
) 
) 
) 

 
 
 
Cancellation No. 92054629 
 
 

 
 

RESPONDENT WOHALI OUTDOORS, LLC’S  
ANSWER AND AFFIRMATIVE DEFENSES 

 
COMES NOW the Respondent, Wohali Outdoors, LLC (“Respondent” or “Wohali”), and 

for its Answer and Affirmative Defenses, alleges and states as follows: 

1. Wohali is without sufficient knowledge or information as to form a belief as to the 

truth of the allegations contained in paragraph 1 of the Petition, and therefore denies same. 

2. Wohali is without sufficient knowledge or information as to form a belief as to the 

truth of the allegations contained in paragraph 2 of the Petition, and therefore denies same. 

3. Wohali is without sufficient knowledge or information as to form a belief as to the 

truth of the allegations contained in paragraph 3 of the Petition, and therefore denies same. 

4. Wohali is without sufficient knowledge or information as to form a belief as to the 

truth of the allegations contained in paragraph 4 of the Petition, and therefore denies same. 

5. Wohali is without sufficient knowledge or information as to form a belief as to the 

truth of the allegations contained in paragraph 5 of the Petition, and therefore denies same. 
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6. Paragraph 6 of the Petition is admitted. 

7. In response to paragraph 7 of the Petition, Wohali admits it owns Registration No. 

3,904,929.  The registration and application speak for themselves.  To the extent Petitioner has 

made allegations inconsistent with the registration and/or application, those allegations are 

denied.   

8. In response to paragraph 8, the registration speaks for itself.  To the extent 

Petitioner has made allegations inconsistent or outside of the registration, those allegations are 

denied. 

9. Paragraph 9 of the Petition is denied.   

10. In response to paragraph 10 of the Petition, Wohali admits it owns the STEEL 

EAGLE mark (U.S. Registration No. 3904929) and that Petitioner’s Application Serial No. 

85095903 was denied.  (See Ex. A and B.)  All other allegations or inferences in paragraph 10 of 

the Petition are denied. 

Wohali prays that all relief requested by Petitioner be denied. 

AFFIRMATIVE DEFENSES 

11. Petitioner’s claim is barred by the statute of limitations. 

12. Petitioner’s claim is barred by the doctrines of unclean hands, ratification, waiver, 

laches, preemption, estoppel and/or equitable estoppel.  

13. Petitioner’s claim may be barred based on lack of jurisdiction. 

14. Petitioner has failed to state a claim upon which relief can be granted. 

15. Petitioner’s claim is barred by the doctrines of issue preclusion and/or claim 

preclusion. 



3 

 

16. Petitioner’s claim is barred based on Wohali’s validly registered mark - U.S. 

Registration No. 3,904,929.  (Ex. A.) 

17. U.S. Registration No. 3,904,929 is prima facie evidence that Wohali’s mark is 

valid.  15 U.S.C. §1057(b).  See also Nasalok Coating Corp. v. Nylok Corp., 522 F.3d 1320, 

1326 (Fed. Cir. 2008). 

18. Wohali’s registration of “STEEL EAGLE” provides the presumptive, exclusive 

right to use the “STEEL EAGLE” mark for the goods identified in the registration. 

19. Petitioner’s claim is barred because Wohali’s first use in commerce predates 

Petitioner’s. 

20. Petitioner’s claim and rights (if any) are limited to the scope and subject matter 

set forth in the documents filed with the USPTO.   

21. Petitioner’s claim was previously addressed and rejected by the USPTO based on 

Wohali’s mark.  (Ex. B.) 

22. Wohali has not breached any duty owed to Petitioner. 

23. Petitioner has no damages. 

24. To the extent Petitioner has damages (which Wohali denies), Wohali is not the 

cause of Petitioner’s damages. 

25. To the extent Petitioner has damages (which Wohali denies), Petitioner has failed 

to mitigate its damages. 

26. Wohali alleges that said injuries, if any, sustained by Petitioner were wholly 

caused by persons, firms, corporations or entities other than Wohali.  
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27. The USPTO previously determined the EAGLE mark (identified in Application 

Serial No. 85095903) so resembles the mark in U.S. Registration No. 3904929 as to be likely to 

cause confusion, or to cause mistake, or to deceive.  (Ex. B.) 

28. Petitioner’s mark “EAGLE” is similar in sound, appearance, connotation and 

commercial impression to Registration No. 3904929’s mark “STEEL EAGLE.”  (Ex. B.)  

29. Wohali reserves its right to add additional affirmative defenses as needed. 

PRAYER 

Wohali prays that all relief requested by Petitioner is denied, that Petitioner’s claim is 

dismissed with prejudice, and that Wohali is awarded its attorney fees and costs, and any other 

relief Wohali demonstrates and proves it is entitled to. 

 

Respectfully Submitted, 
                                      
 
/S. Max Harris/     
Steven M. Harris, OBA #3913 
S. Max Harris, OBA #22166 
DOYLE HARRIS DAVIS & HAUGHEY 
1350 South Boulder, Suite 700 
Tulsa, OK 74119 
(918) 592-1276 
(918) 592-4389 (fax) 
Attorneys for Respondent, Wohali Outdoors, LLC 
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CERTIFICATE OF SERVICE 

 I hereby certify that a true and complete copy of Respondent Wohali Outdoors, LLC’s 

Answer and Affirmative Defenses was served by First Class Mail, postage prepaid, this 13th day 

of December, 2011, upon the following: 

James D. Peterson 
Jennifer L. Gregor 
GODFREY & KAHN, S.C. 
One East Main Street, Suite 500 
Madison, Wisconsin 53701-2719 

 
 A copy of same was also sent via electronic mail, this 13th day of December, 2011, to the 

following: 

James D. Peterson jpeterson@gklaw.com 
Jennifer L. Gregor jgregor@gklaw.com 

           
 
 
         /s/ S. Max Harris/                            
       S. Max Harris 
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To: Sheltered Wings, Inc. (trademark@langlotz.com)

Subject: U.S. TRADEMARK APPLICATION NO. 85095903 - EAGLE - VX-T67

Sent: 4/12/2011 10:22:24 AM

Sent As: ECOM108@USPTO.GOV

Attachments: Attachment - 1
Attachment - 2
Attachment - 3
Attachment - 4
Attachment - 5
Attachment - 6
Attachment - 7
Attachment - 8
Attachment - 9
Attachment - 10
Attachment - 11
Attachment - 12
Attachment - 13
Attachment - 14
Attachment - 15
Attachment - 16
Attachment - 17
Attachment - 18
Attachment - 19
Attachment - 20
Attachment - 21
Attachment - 22
Attachment - 23
Attachment - 24
Attachment - 25
Attachment - 26
Attachment - 27
Attachment - 28
Attachment - 29
Attachment - 30
Attachment - 31
Attachment - 32
Attachment - 33
Attachment - 34
Attachment - 35
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Attachment - 36
Attachment - 37
Attachment - 38
Attachment - 39
Attachment - 40
Attachment - 41
Attachment - 42
Attachment - 43
Attachment - 44
Attachment - 45
Attachment - 46
Attachment - 47
Attachment - 48
Attachment - 49
Attachment - 50
Attachment - 51
Attachment - 52
Attachment - 53
Attachment - 54
Attachment - 55

UNITED STATES PATENT AND TRADEMARK OFFICE (USPTO)
OFFICE ACTION (OFFICIAL LETTER) ABOUT APPLICANT’S TRADEMARK APPLICATION

 
    APPLICATION SERIAL NO.       85095903
 
    MARK: EAGLE     
 

 
        

*85095903*
    CORRESPONDENT ADDRESS:
          ANGELA V. LANGLOTZ        
          LANGLOTZ PATENT & TRADEMARK
WORKS, INC.    
          PO BOX 9650337585
          WASHINGTON, DC 20090       
           

 
CLICK HERE TO RESPOND TO THIS LETTER:
http://www.uspto.gov/trademarks/teas/response_forms.jsp

 
 

 

    APPLICANT:           Sheltered Wings, Inc.  
 

 
 

    CORRESPONDENT’S REFERENCE/DOCKET
NO:  
          VX-T67        
    CORRESPONDENT E-MAIL ADDRESS: 
           trademark@langlotz.com

 

 
 

OFFICE ACTION
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STRICT DEADLINE TO RESPOND TO THIS LETTER
TO AVOID ABANDONMENT OF APPLICANT’S TRADEMARK APPLICATION, THE USPTO MUST
RECEIVE APPLICANT’S COMPLETE RESPONSE TO THIS LETTER WITHIN 6 MONTHS OF THE
ISSUE/MAILING DATE BELOW.
 
ISSUE/MAILING DATE: 4/12/2011
 
Action on this application had been suspended pending the disposition of Application Serial No.  77-
689308.   That application has matured into a registration.  Accordingly, the examining attorney
determines as follows. 
 
Mark is Likely to Cause Confusion
 
The examining attorney refuses registration under Trademark Act Section 2(d), 15 U.S.C. Section
1052(d), because the applicant's mark, when used on or in connection with the identified goods, so
resembles the mark in U.S. Registration No. 3904929 as to be likely to cause confusion, or to cause
mistake, or to deceive.  TMEP section 1207.  See the enclosed registration.
 
Trademark Act Section 2(d) bars registration of an applied-for mark that so resembles a registered mark
that it is likely that a potential consumer would be confused or mistaken or deceived as to the source of the
goods and/or services of the applicant and registrant.  See 15 U.S.C. §1052(d).  The court in In re E. I. du
Pont de Nemours & Co., 476 F.2d 1357, 177 USPQ 563 (C.C.P.A. 1973) listed the principal factors to be
considered when determining whether there is a likelihood of confusion under Section 2(d).  See TMEP
§1207.01.  However, not all of the factors are necessarily relevant or of equal weight, and any one factor
may be dominant in a given case, depending upon the evidence of record.  In re Majestic Distilling Co.,
315 F.3d 1311, 1315, 65 USPQ2d 1201, 1204 (Fed. Cir. 2003); see In re E. I. du Pont, 476 F.2d at 1361-
62, 177 USPQ at 567.
 
The examining attorney must analyze each case in two steps to determine whether there is a likelihood of
confusion.  First, the examining attorney must look at the marks themselves for similarities in appearance,
sound, connotation and commercial impression.  In re E. I. DuPont de Nemours & Co., 476 F.2d 1357,
177 USPQ 563 (CCPA 1973).  Second, the examining attorney must compare the goods or services to
determine if they are related or if the activities surrounding their marketing are such that confusion as to
origin is likely.  In re August Storck KG, 218 USPQ 823 (TTAB 1983);  In re International Telephone and
Telegraph Corp., 197 USPQ 910 (TTAB 1978);   Guardian Products Co., v. Scott Paper Co., 200 USPQ
738 (TTAB 1978).
 
Analysis of Applicant’s Mark and Registered Mark
 
First, a comparison of the respective marks show that they are comprised either in whole or significant
part of the term “EAGLE.”   The mere deletion of wording from a registered mark is not sufficient to
overcome a likelihood of confusion under Section 2(d).  See In re Optical Int’l , 196 USPQ 775 (TTAB
1977) (where applicant filed to register the mark OPTIQUE for optical wear, deletion of the term
BOUTIQUE is insufficient to distinguish the mark, per se, from the registered mark OPTIQUE
BOUTIQUE when used in connection with competing optical wear).    Accordingly, the applicant’s mark,
“EAGLE,” is similar in sound, appearance, connotation and commercial impression to Registration No.
3904929’s mark “STEEL EAGLE.”    Similarity in any one of these elements alone is sufficient to find a
likelihood of confusion.   In re Mack, 197 USPQ 755 (TTAB 1977).
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It is well settled that in some circumstances, it is appropriate to recognize that one component of a
particular mark may, for some reason, have more significance than other components in determining the
commercial impression which is generated by the mark.  In re National Data Corp.,  753 F.2d 1056, 224
USPQ 749 (Fed. Cir. 1985).  Although the determination of whether or not confusion is likely must be
based on a comparison of the marks in their entireties, the dominance of such a significant element must
be taken into account in resolving this issue.  Ceccato v. Manifattura Lane Gaetano Morzotto Figli S.p.A.,
32 USPQ 1192 (TTAB 1994).  Disclaimed matter is typically less significant or less dominant.
 
The registrant’s mark is “STEEL EAGLE.”   In the comparison above, the mark was viewed and
considered as a whole. “STEEL,” however, is descriptive of the feature of the goods and is of less
trademark significance than “EAGLE.”  
 
Analysis of Goods and Services
 
Second, the relationship of the goods is evident because both marks are for goods including rifle scopes
and binoculars.  The overlapping identifications evidence the relationship. 
 
As to the registrant’s other goods, it should be noted that third party registrations that do no cover a wide
variety of goods might have some probative value in establishing a relationship between the goods. In re
Parfums Schiaparelli Inc., 37 USPQ2d 1864 (TTAB 1995).  A search of Office records reveals a number
or registrations for spotting scopes or binoculars and telescopes as goods being utilized under the same
mark (See attached for random examples). 
 
The examining attorney must also consider any goods or services in the registrant's normal fields of
expansion to determine whether the registrant's goods or services are related to the applicant's identified
goods or services under Section 2(d).  In re General Motors Corp., 196 USPQ 574 (TTAB 1977). 
Accordingly, the mark is likely to cause consumer confusion as to source.
 
TEAS PLUS APPLICANTS MUST SUBMIT DOCUMENTS ELECTRONICALLY OR SUBMIT
FEE:  Applicants who filed their application online using the reduced-fee TEAS Plus application must
continue to submit certain documents online using TEAS, including responses to Office actions.  See 37
C.F.R. §2.23(a)(1).  For a complete list of these documents, see TMEP §819.02(b).  In addition, such
applicants must accept correspondence from the Office via e-mail throughout the examination process and
must maintain a valid e-mail address.  37 C.F.R. §2.23(a)(2); TMEP §§819, 819.02(a).  TEAS Plus
applicants who do not meet these requirements must submit an additional fee of $50 per international class
of goods and/or services.  37 C.F.R. §2.6(a)(1)(iv); TMEP §819.04.  In appropriate situations and where
all issues can be resolved by amendment, responding by telephone to authorize an examiner’s amendment
will not incur this additional fee.
 
If the applicant has any questions or needs assistance in responding to this office action, please telephone
the assigned examining attorney.
 
 

/Jason F. Turner/
Examining Attorney
Law Office 108
(571) 272-9353
(571) 273-9108 (Fax for Official Responses)
jason.turner@uspto.gov (Inqui
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TO RESPOND TO THIS LETTER:  Go to http://www.uspto.gov/trademarks/teas/response_forms.jsp.  Please
wait 48-72 hours from the issue/mailing date before using TEAS, to allow for necessary system updates of
the application.  For technical assistance with online forms, e-mail TEAS@uspto.gov.  For questions
about the Office action itself, please contact the assigned trademark examining attorney.  E-mail
communications will not be accepted as responses to Office actions; therefore, do not respond to this
Office action by e-mail.
 
All informal e-mail communications relevant to this application will be placed in the official
application record.
 
WHO MUST SIGN THE RESPONSE:  It must be personally signed by an individual applicant
or someone with legal authority to bind an applicant (i.e., a corporate officer, a general partner, all joint
applicants).  If an applicant is represented by an attorney, the attorney must sign the response. 
 
PERIODICALLY CHECK THE STATUS OF THE APPLICATION:  To ensure that applicant does
not miss crucial deadlines or official notices, check the status of the application every three to four months
using Trademark Applications and Registrations Retrieval (TARR) at http://tarr.uspto.gov/.  Please keep a
copy of the complete TARR screen.  If TARR shows no change for more than six months, call 1-800-786-
9199.  For more information on checking status, see http://www.uspto.gov/trademarks/process/status/.
 
TO UPDATE CORRESPONDENCE/E-MAIL ADDRESS:  Use the TEAS form at
http://www.uspto.gov/teas/eTEASpageE.htm.
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To: Sheltered Wings, Inc. (trademark@langlotz.com)

Subject: U.S. TRADEMARK APPLICATION NO. 85095903 - EAGLE - VX-T67

Sent: 4/12/2011 10:22:30 AM

Sent As: ECOM108@USPTO.GOV

Attachments:

IMPORTANT NOTICE REGARDING YOUR
U.S. TRADEMARK APPLICATION

 
USPTO OFFICE ACTION HAS ISSUED ON 4/12/2011 FOR

SERIAL NO. 85095903
 
Please follow the instructions below to continue the prosecution of your application:
 
 
TO READ OFFICE ACTION: Click on this link or go to
http://portal.uspto.gov/external/portal/tow and enter the application serial number to access the
Office action.
 
PLEASE NOTE: The Office action may not be immediately available but will be viewable within 24
hours of this e-mail notification.
 
RESPONSE IS REQUIRED: You should carefully review the Office action to determine (1) how to
respond; and (2) the applicable response time period. Your response deadline will be calculated from
4/12/2011 (or sooner if specified in the office action).
 
Do NOT hit “Reply” to this e-mail notification, or otherwise attempt to e-mail your response, as the
USPTO does NOT accept e-mailed responses.  Instead, the USPTO recommends that you respond
online using the Trademark Electronic Application System Response Form.
 
HELP: For technical assistance in accessing the Office action, please e-mail
TDR@uspto.gov.  Please contact the assigned examining attorney with questions about the Office
action. 

 
        WARNING

 
Failure to file the required response by the applicable deadline will result in the
ABANDONMENT of your application.
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To: Sheltered Wings, Inc. (trademark@langlotz.com)

Subject: U.S. TRADEMARK APPLICATION NO. 85095903 - EAGLE - VX-T67

Sent: 4/12/2011 10:22:24 AM

Sent As: ECOM108@USPTO.GOV

Attachments: Attachment - 1
Attachment - 2
Attachment - 3
Attachment - 4
Attachment - 5
Attachment - 6
Attachment - 7
Attachment - 8
Attachment - 9
Attachment - 10
Attachment - 11
Attachment - 12
Attachment - 13
Attachment - 14
Attachment - 15
Attachment - 16
Attachment - 17
Attachment - 18
Attachment - 19
Attachment - 20
Attachment - 21
Attachment - 22
Attachment - 23
Attachment - 24
Attachment - 25
Attachment - 26
Attachment - 27
Attachment - 28
Attachment - 29
Attachment - 30
Attachment - 31
Attachment - 32
Attachment - 33
Attachment - 34
Attachment - 35
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Attachment - 36
Attachment - 37
Attachment - 38
Attachment - 39
Attachment - 40
Attachment - 41
Attachment - 42
Attachment - 43
Attachment - 44
Attachment - 45
Attachment - 46
Attachment - 47
Attachment - 48
Attachment - 49
Attachment - 50
Attachment - 51
Attachment - 52
Attachment - 53
Attachment - 54
Attachment - 55

UNITED STATES PATENT AND TRADEMARK OFFICE (USPTO)
OFFICE ACTION (OFFICIAL LETTER) ABOUT APPLICANT’S TRADEMARK APPLICATION

 
    APPLICATION SERIAL NO.       85095903
 
    MARK: EAGLE     
 

 
        

*85095903*
    CORRESPONDENT ADDRESS:
          ANGELA V. LANGLOTZ        
          LANGLOTZ PATENT & TRADEMARK
WORKS, INC.    
          PO BOX 9650337585
          WASHINGTON, DC 20090       
           

 
CLICK HERE TO RESPOND TO THIS LETTER:
http://www.uspto.gov/trademarks/teas/response_forms.jsp

 
 

 

    APPLICANT:           Sheltered Wings, Inc.  
 

 
 

    CORRESPONDENT’S REFERENCE/DOCKET
NO:  
          VX-T67        
    CORRESPONDENT E-MAIL ADDRESS: 
           trademark@langlotz.com

 

 
 

OFFICE ACTION
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STRICT DEADLINE TO RESPOND TO THIS LETTER
TO AVOID ABANDONMENT OF APPLICANT’S TRADEMARK APPLICATION, THE USPTO MUST
RECEIVE APPLICANT’S COMPLETE RESPONSE TO THIS LETTER WITHIN 6 MONTHS OF THE
ISSUE/MAILING DATE BELOW.
 
ISSUE/MAILING DATE: 4/12/2011
 
Action on this application had been suspended pending the disposition of Application Serial No.  77-
689308.   That application has matured into a registration.  Accordingly, the examining attorney
determines as follows. 
 
Mark is Likely to Cause Confusion
 
The examining attorney refuses registration under Trademark Act Section 2(d), 15 U.S.C. Section
1052(d), because the applicant's mark, when used on or in connection with the identified goods, so
resembles the mark in U.S. Registration No. 3904929 as to be likely to cause confusion, or to cause
mistake, or to deceive.  TMEP section 1207.  See the enclosed registration.
 
Trademark Act Section 2(d) bars registration of an applied-for mark that so resembles a registered mark
that it is likely that a potential consumer would be confused or mistaken or deceived as to the source of the
goods and/or services of the applicant and registrant.  See 15 U.S.C. §1052(d).  The court in In re E. I. du
Pont de Nemours & Co., 476 F.2d 1357, 177 USPQ 563 (C.C.P.A. 1973) listed the principal factors to be
considered when determining whether there is a likelihood of confusion under Section 2(d).  See TMEP
§1207.01.  However, not all of the factors are necessarily relevant or of equal weight, and any one factor
may be dominant in a given case, depending upon the evidence of record.  In re Majestic Distilling Co.,
315 F.3d 1311, 1315, 65 USPQ2d 1201, 1204 (Fed. Cir. 2003); see In re E. I. du Pont, 476 F.2d at 1361-
62, 177 USPQ at 567.
 
The examining attorney must analyze each case in two steps to determine whether there is a likelihood of
confusion.  First, the examining attorney must look at the marks themselves for similarities in appearance,
sound, connotation and commercial impression.  In re E. I. DuPont de Nemours & Co., 476 F.2d 1357,
177 USPQ 563 (CCPA 1973).  Second, the examining attorney must compare the goods or services to
determine if they are related or if the activities surrounding their marketing are such that confusion as to
origin is likely.  In re August Storck KG, 218 USPQ 823 (TTAB 1983);  In re International Telephone and
Telegraph Corp., 197 USPQ 910 (TTAB 1978);   Guardian Products Co., v. Scott Paper Co., 200 USPQ
738 (TTAB 1978).
 
Analysis of Applicant’s Mark and Registered Mark
 
First, a comparison of the respective marks show that they are comprised either in whole or significant
part of the term “EAGLE.”   The mere deletion of wording from a registered mark is not sufficient to
overcome a likelihood of confusion under Section 2(d).  See In re Optical Int’l , 196 USPQ 775 (TTAB
1977) (where applicant filed to register the mark OPTIQUE for optical wear, deletion of the term
BOUTIQUE is insufficient to distinguish the mark, per se, from the registered mark OPTIQUE
BOUTIQUE when used in connection with competing optical wear).    Accordingly, the applicant’s mark,
“EAGLE,” is similar in sound, appearance, connotation and commercial impression to Registration No.
3904929’s mark “STEEL EAGLE.”    Similarity in any one of these elements alone is sufficient to find a
likelihood of confusion.   In re Mack, 197 USPQ 755 (TTAB 1977).
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It is well settled that in some circumstances, it is appropriate to recognize that one component of a
particular mark may, for some reason, have more significance than other components in determining the
commercial impression which is generated by the mark.  In re National Data Corp.,  753 F.2d 1056, 224
USPQ 749 (Fed. Cir. 1985).  Although the determination of whether or not confusion is likely must be
based on a comparison of the marks in their entireties, the dominance of such a significant element must
be taken into account in resolving this issue.  Ceccato v. Manifattura Lane Gaetano Morzotto Figli S.p.A.,
32 USPQ 1192 (TTAB 1994).  Disclaimed matter is typically less significant or less dominant.
 
The registrant’s mark is “STEEL EAGLE.”   In the comparison above, the mark was viewed and
considered as a whole. “STEEL,” however, is descriptive of the feature of the goods and is of less
trademark significance than “EAGLE.”  
 
Analysis of Goods and Services
 
Second, the relationship of the goods is evident because both marks are for goods including rifle scopes
and binoculars.  The overlapping identifications evidence the relationship. 
 
As to the registrant’s other goods, it should be noted that third party registrations that do no cover a wide
variety of goods might have some probative value in establishing a relationship between the goods. In re
Parfums Schiaparelli Inc., 37 USPQ2d 1864 (TTAB 1995).  A search of Office records reveals a number
or registrations for spotting scopes or binoculars and telescopes as goods being utilized under the same
mark (See attached for random examples). 
 
The examining attorney must also consider any goods or services in the registrant's normal fields of
expansion to determine whether the registrant's goods or services are related to the applicant's identified
goods or services under Section 2(d).  In re General Motors Corp., 196 USPQ 574 (TTAB 1977). 
Accordingly, the mark is likely to cause consumer confusion as to source.
 
TEAS PLUS APPLICANTS MUST SUBMIT DOCUMENTS ELECTRONICALLY OR SUBMIT
FEE:  Applicants who filed their application online using the reduced-fee TEAS Plus application must
continue to submit certain documents online using TEAS, including responses to Office actions.  See 37
C.F.R. §2.23(a)(1).  For a complete list of these documents, see TMEP §819.02(b).  In addition, such
applicants must accept correspondence from the Office via e-mail throughout the examination process and
must maintain a valid e-mail address.  37 C.F.R. §2.23(a)(2); TMEP §§819, 819.02(a).  TEAS Plus
applicants who do not meet these requirements must submit an additional fee of $50 per international class
of goods and/or services.  37 C.F.R. §2.6(a)(1)(iv); TMEP §819.04.  In appropriate situations and where
all issues can be resolved by amendment, responding by telephone to authorize an examiner’s amendment
will not incur this additional fee.
 
If the applicant has any questions or needs assistance in responding to this office action, please telephone
the assigned examining attorney.
 
 

/Jason F. Turner/
Examining Attorney
Law Office 108
(571) 272-9353
(571) 273-9108 (Fax for Official Responses)
jason.turner@uspto.gov (Inqui

Wohali's Exhibit B Page 4 of 61



 
TO RESPOND TO THIS LETTER:  Go to http://www.uspto.gov/trademarks/teas/response_forms.jsp.  Please
wait 48-72 hours from the issue/mailing date before using TEAS, to allow for necessary system updates of
the application.  For technical assistance with online forms, e-mail TEAS@uspto.gov.  For questions
about the Office action itself, please contact the assigned trademark examining attorney.  E-mail
communications will not be accepted as responses to Office actions; therefore, do not respond to this
Office action by e-mail.
 
All informal e-mail communications relevant to this application will be placed in the official
application record.
 
WHO MUST SIGN THE RESPONSE:  It must be personally signed by an individual applicant
or someone with legal authority to bind an applicant (i.e., a corporate officer, a general partner, all joint
applicants).  If an applicant is represented by an attorney, the attorney must sign the response. 
 
PERIODICALLY CHECK THE STATUS OF THE APPLICATION:  To ensure that applicant does
not miss crucial deadlines or official notices, check the status of the application every three to four months
using Trademark Applications and Registrations Retrieval (TARR) at http://tarr.uspto.gov/.  Please keep a
copy of the complete TARR screen.  If TARR shows no change for more than six months, call 1-800-786-
9199.  For more information on checking status, see http://www.uspto.gov/trademarks/process/status/.
 
TO UPDATE CORRESPONDENCE/E-MAIL ADDRESS:  Use the TEAS form at
http://www.uspto.gov/teas/eTEASpageE.htm.
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To: Sheltered Wings, Inc. (trademark@langlotz.com)

Subject: U.S. TRADEMARK APPLICATION NO. 85095903 - EAGLE - VX-T67

Sent: 4/12/2011 10:22:30 AM

Sent As: ECOM108@USPTO.GOV

Attachments:

IMPORTANT NOTICE REGARDING YOUR
U.S. TRADEMARK APPLICATION

 
USPTO OFFICE ACTION HAS ISSUED ON 4/12/2011 FOR

SERIAL NO. 85095903
 
Please follow the instructions below to continue the prosecution of your application:
 
 
TO READ OFFICE ACTION: Click on this link or go to
http://portal.uspto.gov/external/portal/tow and enter the application serial number to access the
Office action.
 
PLEASE NOTE: The Office action may not be immediately available but will be viewable within 24
hours of this e-mail notification.
 
RESPONSE IS REQUIRED: You should carefully review the Office action to determine (1) how to
respond; and (2) the applicable response time period. Your response deadline will be calculated from
4/12/2011 (or sooner if specified in the office action).
 
Do NOT hit “Reply” to this e-mail notification, or otherwise attempt to e-mail your response, as the
USPTO does NOT accept e-mailed responses.  Instead, the USPTO recommends that you respond
online using the Trademark Electronic Application System Response Form.
 
HELP: For technical assistance in accessing the Office action, please e-mail
TDR@uspto.gov.  Please contact the assigned examining attorney with questions about the Office
action. 

 
        WARNING

 
Failure to file the required response by the applicable deadline will result in the
ABANDONMENT of your application.
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        Mailed:  October 12, 2011 
 

 Cancellation No. 92054629 
         Registration No. 3904929 
 
 
WOHALI OUTDOORS LLC 
1300 N INDUSTRIAL BLVD   
CLAREMORE OK 74017  
UNITED STATES  
 

Sheltered Wings, Inc. 
 
     v. 
 
Wohali Outdoors, LLC 

 
JENNIFER L GREGOR   
GODFREY & KAHN SC  
ONE EAST MAIN STREET SUITE 500    
MADISON WI 53703  
UNITED STATES  
 
 
Tyrone Craven, Paralegal Specialist: 
 
 
A petition to cancel the above-identified registration has been filed.  
A service copy of the petition for cancellation was forwarded to 
registrant (defendant) by the petitioner (plaintiff).  An electronic 
version of the petition for cancellation is viewable in the electronic 
file for this proceeding via the Board's TTABVUE system: 
http://ttabvue.uspto.gov/ttabvue/. 
 
Proceedings will be conducted in accordance with the Trademark Rules of 
Practice, set forth in Title 37, part 2, of the Code of Federal 
Regulations ("Trademark Rules").  These rules may be viewed at the 
USPTO's trademarks page:  http://www.uspto.gov/trademarks/index.jsp.  The Board's 
main webpage (http://www.uspto.gov/trademarks/process/appeal/index.jsp) includes 
information on amendments to the Trademark Rules applicable to Board 
proceedings, on Alternative Dispute Resolution (ADR), Frequently Asked 
Questions about Board proceedings, and a web link to the Board's manual 
of procedure (the TBMP). 
 
Plaintiff must notify the Board when service has been ineffective, 
within 10 days of the date of receipt of a returned service copy or the 
date on which plaintiff learns that service has been ineffective.  
Plaintiff has no subsequent duty to investigate the defendant's 
whereabouts, but if plaintiff by its own voluntary investigation or 

UNITED STATES PATENT AND TRADEMARK OFFICE 
Trademark Trial and Appeal Board 
P.O. Box 1451 
Alexandria, VA  22313-1451 
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through any other means discovers a newer correspondence address for the 
defendant, then such address must be provided to the Board.  Likewise, 
if by voluntary investigation or other means the plaintiff discovers 
information indicating that a different party may have an interest in 
defending the case, such information must be provided to the Board.  The 
Board will then effect service, by publication in the Official Gazette 
if necessary.  See Trademark Rule 2.118.  In circumstances involving 
ineffective service or return of defendant's copy of the Board's 
institution order, the Board may issue an order noting the proper 
defendant and address to be used for serving that party.  
 
Defendant's ANSWER IS DUE FORTY DAYS after the mailing date of this 
order.  (See Patent and Trademark Rule 1.7 for expiration of this or any 
deadline falling on a Saturday, Sunday or federal holiday.)  Other 
deadlines the parties must docket or calendar are either set forth below 
(if you are reading a mailed paper copy of this order) or are included 
in the electronic copy of this institution order viewable in the Board's 
TTABVUE system at the following web address:  http://ttabvue.uspto.gov/ttabvue/. 
 
 
Defendant's answer and any other filing made by any party must include 
proof of service.  See Trademark Rule 2.119.  If they agree to, the 
parties may utilize electronic means, e.g., e-mail or fax, during the 
proceeding for forwarding of service copies.  See Trademark Rule 
2.119(b)(6). 
 
The parties also are referred in particular to Trademark Rule 2.126, 
which pertains to the form of submissions.  Paper submissions, including 
but not limited to exhibits and transcripts of depositions, not filed in 
accordance with Trademark Rule 2.126 may not be given consideration or 
entered into the case file. 
 

 
As noted in the schedule of dates for this case, the parties are 
required to have a conference to discuss:  (1) the nature of and basis 
for their respective claims and defenses, (2) the possibility of 
settling the case or at least narrowing the scope of claims or defenses, 
and (3) arrangements relating to disclosures, discovery and introduction 
of evidence at trial, should the parties not agree to settle the case.  
See Trademark Rule 2.120(a)(2).  Discussion of the first two of these 
three subjects should include a discussion of whether the parties wish 

Time to Answer 11/21/2011

Deadline for Discovery Conference 12/21/2011

Discovery Opens 12/21/2011

Initial Disclosures Due 1/20/2012

Expert Disclosures Due 5/19/2012

Discovery Closes 6/18/2012

Plaintiff's Pretrial Disclosures 8/2/2012

Plaintiff's 30-day Trial Period Ends 9/16/2012

Defendant's Pretrial Disclosures 10/1/2012

Defendant's 30-day Trial Period Ends 11/15/2012

Plaintiff's Rebuttal Disclosures 11/30/2012

Plaintiff's 15-day Rebuttal Period Ends 12/30/2012
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to seek mediation, arbitration or some other means for resolving their 
dispute.  Discussion of the third subject should include a discussion of 
whether the Board's Accelerated Case Resolution (ACR) process may be a 
more efficient and economical means of trying the involved claims and 
defenses.  Information on the ACR process is available at the Board's 
main webpage.  Finally, if the parties choose to proceed with the 
disclosure, discovery and trial procedures that govern this case and 
which are set out in the Trademark Rules and Federal Rules of Civil 
Procedure, then they must discuss whether to alter or amend any such 
procedures, and whether to alter or amend the Standard Protective Order 
(further discussed below).  Discussion of alterations or amendments of 
otherwise prescribed procedures can include discussion of limitations on 
disclosures or discovery, willingness to enter into stipulations of 
fact, and willingness to enter into stipulations regarding more 
efficient options for introducing at trial information or material 
obtained through disclosures or discovery. 
 
The parties are required to conference in person, by telephone, or by 
any other means on which they may agree.  A Board interlocutory attorney 
or administrative trademark judge will participate in the conference, 
upon request of any party, provided that such participation is requested 
no later than ten (10) days prior to the deadline for the conference.  
See Trademark Rule 2.120(a)(2).  The request for Board participation 
must be made through the Electronic System for Trademark Trials and 
Appeals (ESTTA) or by telephone call to the interlocutory attorney 
assigned to the case, whose name can be found by referencing the TTABVUE 
record for this case at http://ttabvue.uspto.gov/ttabvue/.  The parties should 
contact the assigned interlocutory attorney or file a request for Board 
participation through ESTTA only after the parties have agreed on 
possible dates and times for their conference.  Subsequent participation 
of a Board attorney or judge in the conference will be by telephone and 
the parties shall place the call at the agreed date and time, in the 
absence of other arrangements made with the assigned interlocutory 
attorney. 
 
The Board's Standard Protective Order is applicable to this case, but 
the parties may agree to supplement that standard order or substitute a 
protective agreement of their choosing, subject to approval by the 
Board.  The standard order is available for viewing at:  
http://www.uspto.gov/trademarks/process/appeal/guidelines/stndagmnt.jsp.  Any party 
without access to the web may request a hard copy of the standard order 
from the Board.  The standard order does not automatically protect a 
party's confidential information and its provisions must be utilized as 
needed by the parties.  See Trademark Rule 2.116(g). 
 
Information about the discovery phase of the Board proceeding is 
available in chapter 400 of the TBMP.  By virtue of amendments to the 
Trademark Rules effective November 1, 2007, the initial disclosures and 
expert disclosures scheduled during the discovery phase are required 
only in cases commenced on or after that date.  The TBMP has not yet 
been amended to include information on these disclosures and the parties 
are referred to the August 1, 2007 Notice of Final Rulemaking (72 Fed. 
Reg. 42242) posted on the Board's webpage.  The deadlines for pretrial 
disclosures included in the trial phase of the schedule for this case 
also resulted from the referenced amendments to the Trademark Rules, and 
also are discussed in the Notice of Final Rulemaking. 
 
The parties must note that the Board allows them to utilize telephone 
conferences to discuss or resolve a wide range of interlocutory matters 
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that may arise during this case.  In addition, the assigned 
interlocutory attorney has discretion to require the parties to 
participate in a telephone conference to resolve matters of concern to 
the Board.  See TBMP § 502.06(a) (2d ed. rev. 2004). 
 
The TBMP includes information on the introduction of evidence during the 
trial phase of the case, including by notice of reliance and by taking 
of testimony from witnesses.  See TBMP §§ 703 and 704.  Any notice of 
reliance must be filed during the filing party's assigned testimony 
period, with a copy served on all other parties.  Any testimony of a 
witness must be both noticed and taken during the party's testimony 
period.  A party that has taken testimony must serve on any adverse 
party a copy of the transcript of such testimony, together with copies 
of any exhibits introduced during the testimony, within thirty (30) days 
after the completion of the testimony deposition.  See Trademark Rule 
2.125. 
 
Briefs shall be filed in accordance with Trademark Rules 2.128(a) and 
(b).  An oral hearing after briefing is not required but will be 
scheduled upon request of any party, as provided by Trademark Rule 
2.129. 
 
If the parties to this proceeding are (or during the pendency of this 
proceeding become) parties in another Board proceeding or a civil action 
involving related marks or other issues of law or fact which overlap 
with this case, they shall notify the Board immediately, so that the 
Board can consider whether consolidation or suspension of proceedings is 
appropriate. 
 
ESTTA NOTE:  For faster handling of all papers the parties need to file 
with the Board, the Board strongly encourages use of electronic filing 
through the Electronic System for Trademark Trials and Appeals (ESTTA).  
Various electronic filing forms, some of which may be used as is, and 
others which may require attachments, are available at http://estta.uspto.gov. 
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